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DETAILED ACTION 
Response to Amendment 

1 . The amendment filed on April 4, 2006, cancelled Claim 4 and Claim 8. No 
new claims were added, and Claims 1, 2, 5, 6, 12, and 13 were amended. Thus the 
currently pending claims are Claims 1-3, 5-7, and 9-13. 

Claim Objection 

2. The amendment filed on April 4, 2006 corrected the deficiencies in Claim 6, 
detailed in the Office Action dated November 4, 2005. Therefore, the examiner 
hereby withdraws the objection. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-3, 5-7, and 9-13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sarbin et al (U.S. Patent Number: 5,179,517). 

Claims 1 and 2: Sarbin discloses a smart card system, and a smart card, 
comprising: 
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A. A smart card(Fig 2, and Col 4, lines 13-18); and at least one terminal which is 
accessible to said smart card (Col 4, lines 59-62), said smart card comprising: 

a. An I/O interface for exchanging data via said terminal. (Col 3, lines 50-64) 

b. An operating system. (Col 3, line 50 - Col 4, line 3 and Col 6, lines 16-36) 

c. An application program unit including: 

i. A data storage unit, which stores, first point data and second point data. 
(Fig. 5; Col 6, line 48 - Col 7, line 7; and Col 8, lines 6-14) (The first 
point data is collected in field 98 of Figure 5, the second point data is 
collected in field 102 of Figure 5) 

ii. A program execution unit which accesses said data storage unit and 
executes a game defined by said game defining data. (Col 6, lines 16-36) 

iii. Wherein the first point data is added from outside the smartcard through 
said I/O interface according to a customer's utilization history. (Col. 5, line 
60 through Col 6, line 4) 

iv. Wherein goods and services are exchangeable for accumulated points 
among the first point data and the second point data. (Col 5, lines 39 - 54; 
and Col 7, lines 28 - 54) (Sarbin teaches that the second point data 
consists of prizes, premiums and awards and that first point data consists 
of objects containing monetary value such debit and credit cards. 
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Therefore, both first and second point data are exchangeable for goods 
and services.) 

v. Wherein the program execution unit subtracts points from the first point 
data in exchange for a game execution and adds points gained as a result 
of game execution to the second point data. (Col 7, lines 8-27; and Col 7, 
line 55 - Col 8 line 5) (The accumulation of the prizes, premiums and 
awards are a result of game play. Execution of the game is subtracted 
from the first point data.) 

While Sarbin is silent with regard to prohibiting game execution in exchange for 
subtracting points from the second point data, the exchanging of prizes, premiums 
and awards for game execution is also never proposed in the Sarbin teachings. 
However, since an embodiment of Sarbin whereby the exchanging of bonus data for 
prizes, premiums and awards it disclosed as being performed by employees. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made that at least one embodiment of the disclosed system would 
prevent using such second point data for game play execution. One would have 
been motivated to utilize this embodiment in order to provide customers with 
personalized recognition of their accomplishments from employees of the company 
and thereby increase the customer's likelihood for continuing to visit and use the 
games provided by the company. 
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Claim 3: Sarbin discloses the smart card according to claim 2, wherein, when the 
value of points stored in the smart card is subject to an inquiry, the sum of the first 
point data and the second point data is returned. (Col 8, lines 6-13) 

Claim 5: Sarbin discloses the smart card according to claim 2, wherein, when 
points are to be subtracted from the smart card in exchange for a service 
corresponding to the value of the points, a point value is firstly subtracted from the 
second point data, and also subtracted from the first point data if the point value in 
the second point data is less than the points to be subtracted (Col 7, lines 28 - lines 
54). While Sarbin does not explicitly disclose the order of point subtraction relative 
to the two separate database fields, including such functionality would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
allow for the processing of discounts or upgrades that have been awarded as a 
result of game play. One would have been motivated to provide this functionality in 
order to provide customers with loyalty awards that are more cost effective to 
provide than direct cash awards. As indicated the order of point subtraction claimed 
would occur in the event the service provided is a discount or upgrade (i.e. 25% off 
on the price of a meal or an upgrade from business class to first class on an airline). 
The redemption of the discount or upgrade would result in the Bonus Data field (102) 
in Fig 5. being decremented first in order to obtain the discount and the data in the 
Debit/Credit field (98) being subsequently decremented for the remaining price of the 
service. Admittedly the customer could pay for the remaining balance for the service 
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provided with cash or credit that would not reduce the Debit/Credit field. However, 
the option to utilize the Debit/Credit field exists and its use would result deductions 
as stated in the claim. 



Claim 6: Sarbin discloses the smart card according to claim 2, wherein, 

when points are to be subtracted from the smart card in exchange for a reason other 
than game execution, a point value is firstly subtracted from the first point data, and 
also subtracted from the second point data if the point value in the first point data is 
less than the point to be subtracted. While Sarbin does not explicitly disclose the 
order of point subtraction relative to the two separate database fields, including such 
functionality would have been obvious to one having ordinary skill in the art at the 
time the invention was made to allow for the return of the smart card and the 
redeeming of points earned for cash. One would have been motivated to provide 
this functionality in order to provide customers with an incentive to utilize the smart 
card in lieu of cash. When a customer returns their card to cash out, the order of 
point subtraction claimed would occur. The Debit/Credit field would be decremented 
in order to refund the card balance and the customer would then have the option of 
redeeming points in the Bonus Data field for other awards, including cash awards. 
Admittedly the customer could redeem the points in the Bonus Data field without 
redeeming the points in the Debit/Credit field, or redeem the points in the Bonus 
Data field prior to redeeming the points in the Debit/Credit field, however, the option 
to affect the return of points could be accomplished in the order claimed. 
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Claim 7: Sarbin discloses the smart card according to claim 2, wherein, when a 
game is to be executed on the smart card, a point value determined corresponding 
to the game to be executed is subtracted from the first point data, and if the point 
value is greater than the first point data, the game cannot be executed. (Col 5, lines 
60-68 and Col 7, line 55 - Col 8, line 5). Due to the differentiation stated between 
the debit and credit methods, utilization of the debit method would prevent execution 
when the Debit/Credit field (98) did not contain a positive balance. 

Claim 9: Sarbin discloses the smart card according to claim 2, wherein log data on 
processing of an application on the smart card is stored in the smart card and the log 
data can be referred to from the outside. (Col 9, lines 36 - 45) 

Claim 10: Sarbin discloses the smart card system according to claim 1 
wherein said terminal has a game execution function which enables execution of the 
game held in said smart card (Col 4, lines 47 - 58). 

Claim 1 1 : Sarbin discloses the smart card system according to claim 1 0, 
wherein said game execution function can be selected whether to be provided or not 
(Col 4, lines 47-58). 
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Claim 12: Sarbin discloses a method for providing a loyalty program using a 
smart card, comprising the steps of: 

A. Managing point data by an application program on the smart card. (Col 6, line 48 
- Col 7, line 7) 

B. Issuing a point in response to a product purchase and adding the issued point 
from outside the smart card through an I/O interface to first point data in the 
smart card according to utilization history. (Col 5, lines 60-69) 

C. Generating a point in response to a result of playing a game loaded in the smart 
card and adding the generated point to second point data in the smart card. (Col 
7, lines 8-27) 

D. Controlling to provide a game service according to a value of points in said first 
point data. (Col 5, lines 60-68 and Col 7, line 55 - Col 8, line 5). 

E. Wherein goods and services are exchangeable for accumulated points of the first 
point data and the second point data. (Col 5, lines 39 - 54; and Col 7, lines 28 - 
54) (Sarbin teaches that the second point data consists of prizes, premiums and 
awards and that first point data consists of objects containing monetary value 
such debit and credit cards. Therefore, both first and second point data are 
exchangeable for goods and services.) 



Application/Control Number: 09/944,371 Page 9 

Art Unit: 3622 

F. Wherein a game execution in exchange for subtracting points from the second 
point data is prohibited. 

While Sarbin is silent with regard to prohibiting game execution in exchange for 
subtracting points from the second point data, the exchanging of prizes, premiums 
and awards for game execution is also never proposed in the Sarbin teachings. 
However, since an embodiment of Sarbin whereby the exchanging of bonus data for 
prizes, premiums and awards it disclosed as being performed by employees. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made that at least one embodiment of the disclosed system would 
prevent using such second point data for game play execution. One would have 
been motivated to utilize this embodiment in order to provide customers with 
personalized recognition of their accomplishments from employees of the company 
and thereby increase the customer's likelihood for continuing to visit and use the 
games provided by the company. 

Claim 1 3: Sarbin discloses the method for providing a loyalty program 
according to claim 12, wherein the step of controlling to provide a game service 
includes the step of subtracting from said first point data a predetermined point value 
corresponding to the game to be executed. (Col 5, lines 60-68 and Col 7, line 55 - 
Col 8, line 5). Due to the differentiation stated between the debit and credit 
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methods, utilization of the debit method would prevent execution when the 
Debit/Credit field (98) did not contain a positive balance. 

Response to Arguments 

5. Applicant's arguments filed April 4, 2006 have been fully considered but they 
are not persuasive. 

a. The applicant argues that Sarbin does not disclose that first point data added 
through an I/O interface according to a customer's utilization history may be 
subtracted in exchange for a game execution. However, Sarbin discloses that a 
customer may be issued a new card, or present a previously issued card for an 
employee to update the debit or credit field (Col 7, lines 55 - 68). The card is 
then used for game execution. 

b. The applicant argues that Sarbin allows points added as a result of game 
execution to second point data to be used in exchange for game execution. 
However, Sarbin only discloses that the second point data can be exchanged for 
prizes, premiums, or awards. Sarbin never indicates that these bonuses could 
be used in exchange for game execution. 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be calculated from 
the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the mailing date of this final 
action. 

7. Any inquiry concerning this communication or earlier communications from 

the examiner should be directed to John Van Bramer whose telephone number is 
(571) 272-8198. The examiner can normally be reached on 9am - 5pm Monday 
through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Eric Stamber can be reached on (571) 272-6724. The fax 
phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 





ERIC W. STAMBER 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 



